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K SHARP & DOHME CORP. (Opposer)! filed an Opposition to
Trade...... ..pplication Serial No. 4-2015-00502259. The trademark application
filed b MERCK KGAA (Respondent-Applicant)?, covers the mark AFORZET for
“bharmaceutical preparations” under Class 5 of the International Classification

of Goods and Services3.

The Opposer based its Opposition on the following:

b) Opposer's application for registration of the trademark ATOZET was filed
with this Office on September 12, 2014. and its Certificate of Registration
which was issued on January 15, 2015 is in full force and effect until

January 15, 2025.

¢) The trademark AFORZET being applied for registration by respondent 1s
confusingly and deceptively similar to opposer's registered trademark
ATOZET, since both marks have 3 syllables. they have the same first letter
and the same last 3 letters. Considering their phonetic and visual
cimilarities. there is likelihood of confusion because the difference is very
slight. and is far outweighed on balance by the overall similarity in sight

and sound.

1A corporation organized under the laws of United States of America with address at One Merck Drive,

Whitehouse Station, New Jersey 08889, US.A..

2 A corporation organized under the laws of India with business address at One India Bulls Centre Tower
2-B, 7th Floor, 841 Senapati Bapat Marg, Elphinstone Road (West), Mumbai-400 013, India

3 The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.
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d) Moreover, respondent's mark AFORZET is used on goods in the exact
same class as that of the goods covered by opposer's mark ATOZET, hence
they are competing goods, and flow through the same channel of trade.

e) The uncanny similarity in the marks and the use of respondent's mark on
identical and/or related goods makes it very obvious that respondent is
riding on the popularity of the mark ATOZET and that respondent is
passing off its goods to the buying public as those of opposer.

f) Furthermore, the use and registration of the mark AFORZET by
respondent will likely cause the dilution of the advertising value and
excellent image of opposer's mark ATOZET and will surely weaken their
power of attraction.

g) Under the circumstances. the use and registration of the mark AFORZET
by respondent will violate opposer's exclusive right over its registered
trademark ATOZET. it will cause great and irreparable injury to opposer.
and it will likely prejudice the public who might mistakenly believe that
respondent's products are those of opposer, or sponsored by. originated from
or related to opposer.

The following evidence evidence were submitted to support the
Opposition:

Exhibit “A” — Sworn Statement of Ms. Lynn Brumfield;

Exhibit “B” — Certificate of Authority;

Exhibit “C” — Certificate of Registration No. 4-2014-011414; and
Exhibit “D” — Power of Attorney;

This Bureau issued a Notice to Answer and served a copy to the
Respondent-Applicant on 9 September 2015. However, the Respondent-Applicant
failed to file an Answer. Accordingly, this Bureau issued an Order dated 14
January 2016, declaring the Respondent-Applicant in default, and thus, making
this case deemed submitted for decision.

The issue to be resolved in the instant case is whether to allow
Respondent-Applicant to register the trademark “AFORZET.”

This Opposition is grounded on Section 123.1, par (d), of the Intellectual
Property Code of the Philippines (IP Code) which provides that a mark cannot be
registered if it is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date, in respect of the same
goods or services or closely related goods or services or if it nearly resembles such
mark as to be likely to deceive or cause confusion.

Records show that when Respondent-Applicant filed its trademark
application for “AFORZET” trademark on 29 April 2015, the Opposer has









