A KABUSHIKI KAISHA (ALSO } IPC No. 14-2014-00284
3SAN MOTOR CO. LTD.), }
’ } Opposition to:
} Appln. Serial No. 4-2013-013954
rersus- } Date Filed: 22 November 2013
}
!
LIEZL DIANA YEUNG, } TM: NISTO
Respondent-Applicant. }
X X

NOTICE OF DECISION

HECHANOVA RUGAY VILCHEZ & ANDAYA-RACADIO

Couns poser

GF Sal J. Ty Tower,

104 Pc 2oxas Ave., Makati City
PALAR RTNERS LAW OFFICE

Counsel for Respondent- Applicant
Suite 601-A State Center Building,
333 Juan Luna Street, Binondo
Manila

Gl\hhl IIQGS:

Please be informed that Decision No. 2017 - dated 06 June 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable feas,

Ta City, 07 June 2017.

Mio o
IPRS IV
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property  :nter # 28 Upper McKinley Road, McKinley Hill Town  2nter, Fort Bonifacio,
Taguig City 1634 Philippines ewww.ipophil.gov.ph
T: +632-2386300 o F: +632-5539480 email@ipophil.gov.ph




NISSAN JIDOSHA KABUSHIKI KAISHA IPC NO. 14-2014-00284

(ALSO TRADING AS NISSAN MOTOR

CO.LTD.), Opposition to:
-versus- Appln. Ser. No. 4-2013-013954
LIEZL DIANA YEUNG, TM: NISTO

Respondent-Applicant.

}
}
}
}
} Date Filed: 22 November 2013
}
}
} Decision No. 2017 - _

X

DECISION

NISSAN JIDOSHA KABUSHIKI KAISHA (also trading as NISSAN MOTOR CO.,
LTD. (“Opr ~ser”)!, filed an opposition to Trademark Application Serial No. 4-2013-
013954. The application filed by LIEZL DIANA YEUNG (“Respondent-Applicant”),?
covers the mark “NISTO” for use on "rubber and metal parts for automotive suspension,
engine and under chassis spare parts" under Class 12 of the International Classification of
Goods.3

The Opposer alleges the following grounds:

"A. OPPOSER IS THE PRIOR ADOPTER, USER AND TRUE OWNER OF THE
WELL-KNOWN TRADEMARK 'NISMO' AND ITS VARIANTS, IN THE
PHILIPPINES AND ELSEWHERE IN THE WORLD.

"B. RESPONDENT-APPLICANT'S MARK 'NISTO' IS CONFUSINGLY SIMILAR
TO OPPOSER'S INTERNATIONALLY WELL-KNOWN 'NISMO' TRADEMARK
AND ITS VARIANTS.

C. THE REGISTRATION OF THE RESPONDENT-APPLICANT'S MARK
NISTO' SHOULD NOT BE ALLOWED BECAUSE IT IS CONFUSINGLY
SIMILAR TO OPPOSER 'NISMO' TRADEMARK AND ITS VARIANTS, WHICH
IS REGISTERED IN THE PHILIPPINES.

' A corporation organized and existing under the laws of Japan with principal address at No. 2 Takara-cho, Kanagawa-ku, Yokohama-shi,
Kanagawa-ken, Japan.

% A Filipino citizen with address at 120 Don Manuel Agregado St., Quezon City

3The Nice Classification is a classification of goods and services for the purpose of registering trademarks and service marks based on a
multilateral treaty administered by the World Intellectual Property Organization. This treaty is called the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of Registration of Marks concluded in 1957.

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property Center # 28 Upper McKinley Road, McKinley Hill Town Center, Fort Bonifacio,
Taguig City 1634 Philippines ewww.ipophil.gov.ph
T: +632-2386300 e F: +632-5539480 email@ipophil.gov.ph




D. OPPOSER'S 'NISMO' TRADEMARK AND ITS VARIANTS IS
INTERNATIONALLY WELL-KNOWN.

E. BEING INTERNATIONALLY WELL-KNOWN, OPPOSER'S 'NISMO'
TRADEMARK AND ITS VARIANTS ARE ENTITLED TO PROTECTION
AGAINST CONFUSING SIMILAR MARKS."

Opposer’s evidence consists of the following:

1.
2.

3.

b

7.

8.

9.

Legalized Certificate and Special Power of Attorney;

Certified copy of the English translation of Transcript of Register of NISSAN
MOTOR CO., LTD.;

Legalized and authenticated Affidavit- Direct Testimony of Toshiyuki
Yariwake;

List of applications and registrations for the mark NISMO;

Copies of certificates of registration for the mark NISMO issued in various
countries;

Printouts from and screen captures of Opposer's website and relevant pages
for its motorsports division;

Printouts from and screen captures of the websites http:/ /www.nissan.ph/;
http:/ /www.nissanusa.com; http:/ /www.nismo.co.jp/en/index.html;
Screen captures of Opposer's online store;

Screen captures of Twitter, Facebook and YouTube showing NISMO mark;

10. Copies of publications showing NISMO products;

11. Affidavit Direct-Testimony of Atty. Chrissie Anne Barredo;

12. Printout of details of NISMO registration from [IPOPHL trademark database;
13. Printout from Wikipedia about NISMO;

14. Printouts from OHIM TM View; and

15. Printouts from various websites featuring NISMO products and activities.

This Bureau issued on 06 August 2014 a Notice to Answer and personally served
a copy thereof to the Respondent-Applicant's address on 12 August 2014. After three
Motions for Extension of Time, Respondent-Applicant filed the Answer on 10
November 2014. In the Answer, Respondent-Applicant argues that NISTO is not
confusingly similar to Opposer's NISMO mark. According to Respondent-Applicant,
when the marks are placed side by side their differences are evident, noticeable and
substantial. NISTO mark is depicted by a wrench and bolt which do not appear in
NISMO and that NISTO is written in white letters with red background while NISMO is
written in black. Respondent-Applicant further posits that she never intended to
imitate the mark NISMO because it will disadvantageous to her business as it will limit
her market to Nissan cars.






not similar to those with respect to which registration is applied for: Provided,
That use of the mark in relation to those goods or services would indicate a
connection between those goods or services, and the owner of the registered
mark: Provided further, That the interests of the owner of the registered mark are
likely to be damaged by such use.

Explicit from the above provision of the IP Code that whenever a mark subject
of an application for registration, resembles another mark, which has been registered or
has an earlier filing or priority date, or to a well-known mark, said mark cannot be
registered.

Records will show that at the time Respondent-Applicant filed his trademark
application for the mark NISTO, Opposer has already obtained a registration for its
mark NISMO as early as 27 July 1992 for Class 12. As such, pursuant to Section 138 of
the IP Code, being a holder of a certificate of registration, such “certificate of
registration is a prima facie evidence of the registrant’'s ownership of the mark, and of
the exclusive right to use the same in connection with the goods or services specified in
the certificate and those that are related thereto.”

But are the marks of the parties confusingly similar as to likely cause confusion,
mistake or deception among the consumers? The marks of the parties are reproduced
hereunder:

NISMO NISTO

Opposer's Marks Respondent-Applicant's Mark

A scrutiny of the competing marks would show that they are both word marks.
Opposer's mark consists of the letters N-I-S-M-O while Respondent-Applicant's mark
consists of the letters N-I-5-T-O. Both marks contain the same number of letters which
are written in plain upper case letters. The only difference between them is that the
letter "M" in Opposer's mark was replaced with the letter "K" to form Respondent-
Applicant's NISTO mark.

Confusion cannot be avoided by merely adding, removing or changing some
letters of a registered mark. Confusing similarity exists when there is such a close or
ingenuous imitation as to be calculated to deceive ordinary persons, or such
resemblance to the original as to deceive ordinary purchaser as to cause hi
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