IPC No. 14-2014-00022

- O;;po;er Opposition to:
Appln. Serial No. 4-2013-0011599
-versus- Date Filed: 26 September 2013

SUHITAS PHARMACEUTICALS, INC., TM: XANDOX
Respondent-Applicant.
X X
NOTICE OF DECISION
JDF LAW

Counsel for Opposer

1502 One Global Place, 5" Avenue corner
25 Street, Bonifacio Global City,

1634 Ta¢ 'ig City

SUHITA. AACEUTICALS, INC.
Responuerni- Applicant

3 Floor, Centerpoint Building

Pasong Tamo corner Export Bank Drive,
Makati City

GREETINGS:

Please be informed that Decision No. 2017 - dated 16 June 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 16 June 2017.

M,

BureourJv c')'f— Légol Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
sllectt  Property Center # __ Jpper McKinley ..oad, McKinley Hill Town Center, Fort Bonifacio,
Taguig City 1634 Philippines swww.ipophil.gov.ph
T: +632-2386300 o F: +4632-5539480 email@ipophil.gov.ph






rooted in Switzerland. For more than half a century now, Novartis
Healthcare has been active in the Philippines through local agents Sandoz
(Philippines), Inc. and Ciba Geigy (Philippines), Inc. founded in 1964 and
1973, respectively. Novartis in the Philippines was incorporated in 1996,
integrating Ciba Geigy and Sandoz Philippines, following the merger of
the giant parent companies.

b. Opposer is the deemed registered owner/registrant of the mark
XANTOR, as follows:

Registration No.: 4-2012-015482

Date Registered: May 16, 2013

Application No. 4-2012-015482

Date Filed: December 26, 2012

Goods: Pharmaceutical Preparations for Human Use in
Class 05

c. XANTOR is manufactured by Sandoz Philippines Corporation
and distributed in the Philippines by Zuellig Pharma Corporation. Xantor
was first introduced in the Philippine market on 22 September 2013.
Opposer has spent much for the promotion and advertisement of the
XANTOR. As a result of such advertising and promotions, the total sales
for XANTOR reached Php 3,541,559.00. x x x

THE MARKS “XANTOR” and “XANDOX” are confusingly similar

Under the IDEM SONANS RULE

d. The IDEM SONANS RULE provides that two trademarks used
on identical or related products will result in confusion if they have similar
sound. In the instant case, XANTOR and XANDOX sound very similar and
since both marks pertain to goods under the same class, namely, class 05,
hence confusion will most definitely result.

e. x x x Obviously, XANTOR and XANDOX are identical in respect
of the first syllable, XAN and the fifth letter “O” thus confusingly similar
as to sound. In fact, the marks differ only as to the fourth and sixth letter.
Nonetheless, the similarity between these marks remains apparent.
Further, as the goods covered by the contending marks under Class 05 are
of the same descriptive properties, confusion is highly probable.
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Applying the DOMINANCY Test

m. The Dominancy Test focuses on the similarity of the prevalent
features of the competing trademarks that might cause confusion and
deception, thus constituting infringement. If the competing trademark
contains the main, essential and d¢ °~ int feature of another and
confusion or deception is likely to result, infringement occurs. Exact
imitation or duplication is not required. Applying the “Dominancy Test” as
defined by the Supreme Court in a multitude of cases and as adopted by
RA 8293, there can be no doubt that “XANTOR” and “XANDOX” are
confusingly similar. Both marks have the same prefix “XAN” and
composed of six letters having two syllables.

X X X



0. Apparently, the IP Code does not require exact similitude as
amounting to identity. Thus, to allow the registration of the mark
XANDOX would be an explicit violation of the above-quoted provision. As
previously noted, in determining likelihood of confusion, exact imitation or
duplication is not required. Under the Dominancy Test, it is not necessary
that the trademark be exactly copied in order for competing marks to be
considered as confusingly similar. In fact, the IP Code does not require
actual confusion for Section 123 of the IP Code uses the following:
“confusingly similar to,” “nearly resembles,” and “likely to deceive or cause
confusion,” all of which suggest mere likelihood of confusion, not actual
confusion. Hence, the term colorable imitation. “The term colorable
imitation denotes such as a close ingenious imitation as to be calculated to
deceive ordinary persons, or such a resemblance to the original as to
deceive an ordinary purchaser giving such attention as a purchaser
usually gives, and to cause him to purcahse the one supposing it to be the
other.” Hence, the following have been considered as confusingly similar
despite certain dissimilarities in spelling:

Lusolin Sapolin
Freeman Freedom
Ambisco Nabisco
Duraflex Dynaflex
Gold Toe Gold Top

p. Applying the above jurisprudence to the instant case, apparently
Respondent-Applicant’s mark XANDOX colorably imitates Opposer’s mark
XANTOR. The fact that Respondent-Applicant’s mark has different fourth
(D) and sixth letter (X) is NOT sufficient to distinguish the same from the
mark of the Opposer.
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s. As a matter of fact, when the two marks are written, as would be in a
prescription pad, the two marks appear practically look alike.x x x

To allow the registration and use of Respondent-Applicant’s XANDOX 1
diminish the distinctiveness and dilute the goodwill of Opposer’s
XANTOR.

u. Opposer's mark under Registration No. 4-2012-015482 covers:
“PHARMACEUTICAL PREPARATION FOR HUMAN USE” under Class
05. Respondent-Applicant’'s mark covers “PHARMACEUTICAL
(ANTIBACTERIAL) under Class 05. It is readily apparent that the goods
sought to be covered by Respondent-Applicant’s mark are closely related to
the goods covered by the Opposer’s mark. In fact, the goods covered by the
Opposer may necessarily include that of Respondent-Applicant’s
“Pharmaceutical (Antibacterial)” or may be the subject of Opposer’s direct
expansion of its business as these goods are all considered under the
umbrella term “Pharmaceutical,” thus, almost ensuring the possibility of
confusion in the consumers’ mind as to the origin or source of said goods
and as to the nature, character, quality and characteristics of the goods, to
which it is affixed.

XXX

In support of its Opposition, the Opposer submitted the following as
evidence:









tc,--her with a copy of this Decision to the Bureau of Trademarks (BC ., for
appropriate action.

SO ORDERED.

Taguig City, _

Atty. abo
Adjudication Uthicer
Bureau of Legal Affairs



