PLANTERS ENVIRONMENTAL IPC No. 14-2013-00108
SOLUTIONS, INC., Opposition to:
Opposer, Appln. No. 4-2012-007278
Date Filed: 18 June 2012
-versus- T™M: “PUFF”

MICHAEL C. ASUNCION,
Respondent- Applicant.
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NOTICE OF DECISION

HECHANOVA BUGAY VILCHEZ & ANDAYA-RACADIO
Counsel for the Opposer

G/F, Salustiana D. Ty Tower

#104 Paseo de Roxas Avenue

comner Perea Street, Legaspi Village

Makati City

MICHAEL C. ASUNCION
Respondent-Applicant

# 113 Bernabe Street

Annex 18 Better Living Subd.
Paranaque City

GREETINGS:

Please be inform  that Decision No. 2017 - _ dated March 20, 2017 (copy
enclosed) was promulgateu in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007 series of
2016, any party may appe ~' the decision to the Director of the Bureau of Legal Affairs within ten
(10) days after receipt of t : decision together with the payment of applicable fees.

Taguig City, March 20, 2017.

MAF. _......_._.._
IPRS IV
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property Center # 28 Upper McKinley Road, McKinley Hill Town Center, Fort Bonifacio,
Taguig City 1634 Philippines ewww.ipophil.gov.ph
T: +632-2386300 @ F: +632-5539480 email@ipophil.gov.ph
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PLANTERS ENVIR( IMENTAL

SOLUTIONS, INC,, IPC No. 14-2013-00108

Opposer, Opposition to Trademark
Application No. 4-2012-007278
-versus- Date Filed: 18 June 2012

MICHAEL C. ASUNCION, Trademark: “PUFF”
Respondent-Applicant.

X x Decision No. 2017-_

DECISION

Planters Environmental Solutions, Inc.! ("Opposer”) filed an opposition to
Trademark Application Serial No. 4-2012-007278. The contested application, filed by
Michael C. Asuncion? (“Respondent-Applicant”), covers the mark “"PUFF” for use on
"home deodorizer spray”under Class 05 of the International Classification of Goods>.

According to the Opposer, the Respondent-Applicant is an incorporator,
shareholder and member of the Board of Directors as well as the operations
manager of its comp=ny. Its company was incorporated on 15 April 2010 as a joint
venture of Planter. Products, Inc. and Compliant Solutions Corporation. The
Respondent-Applicant was the president of Compliant Solutions Corporation and the
signatory of the Joint Venture of Agreement in behalf of the latter corporation. In
2010, it developed an organic odor neutralizer “PUFF”, which was coined by its
president and chief executive officer, Atty. John Paolo Roberto Calleja. To help the
Respondent-Applicant as operations manager, it hired Ruel M. Obasa as product
manager. In order to assess the market viability of "PUFF”, it engaged the services
of a market researc company, Trade Dynamics Consulting Services, Inc.. It also
engaged the services of Ideya Lokal Company to create the advertising materials for
“PUFF".

The Opposer thus imputes bad faith on the part of the Respondent-Applicant
in filing the contested application for the mark “"PUFF”. In support of its Opposition,
the Opposer submitted the affidavit of Atty. John Paolo Roberto Calleja, with
annexes.*

1A domestic corporation with address at 109 PPI Building, Esteban Street, Legaspi Village, Makati City.

2with known address at 113 Bernabe Street, Annex 18 Better Living Subdivision, Pararfiaque City, Metro Manila.
3The Nice Classification is a classification of goods and services for the purpose of registering trademark and
services marks, based on the multilateral treaty administered by the World Intellectual Property Organization.
The treaty is called the Nice Agreement Concerning the International Classification of Goods and Services for the
Purpose of the Registration of Marks concluded in 1957.

“Marked as Exhibits “B", inclusive.
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2. Paragrapl- * shall not be understood to prevent a Member from denying
registratic.. of a trademark on other grounds, provided that they do not
derogate from the provision of the Paris Convention (1967).

3. Members ~ay make registrability depend on use. However, actual use
of a trad. rark shall not be a condition for filing an application for
registratic . An application shall not be refused solely on the ground
that inten_2d use has not taken place before the expiry of a period of
three years from the date of application.

4. The nature of the goods or services to which a trademark is to be
applied s Il in no case form an obstacle to registration of the
trademari

5. Members ~*all publish each trademark either before it is registered or
promptly . ‘er it is registered and shall afford a reasonable opportunity
for petitic s to cancel the registration. In addition, Members may
afford an . . portunity for the registration of a trademark to be opposed.

Further, Article 16 (1) of the TRIPS Agreement states:

1. The owne )f a registered trademark shall have the exclusive right to
prevent a ‘hird parties not having the owner’s consent from using in
the cours. ftrade identical or similar signs for goods or services which
are identi__! or similar to those in respect of which the trademark is
registered where such use would result in a likelilhood of confusion. In
case of th~ use of an identical sign for identical goods or services, a
likelihood .7 confusion shall be presumed, The rights described above
shall not prejudice any existing prior rights, not shall they affect the
possibility of Members making rights available on the basis of use.

Significantly, Section 121.1 of the IP Code adopted the definition of the mark
under the old Law on Trademarks (Rep. Act No. 166), to wit:

"121.1."Mark’ means any visible sign capable of distinguishing the goods
(trademark) or services (service mark) f an enterprise and shall include a
stamped or marked container of goods; (Sec. 38, R.A. No. 166a)”

Section 122 of the IP Code states:
"Sec. 122. How Marks are Acquired. — The rights in a mark shall be

acquired through registration made validly in accordance with the
provisions of this law. (Sec. 2-A, R.A. No. 1663)"



There is nott 1g in Section 122 which says that registration confers ownership
of the mark. What the provision speaks of is that the rights in a mark shall be
acquired through registration, which must be made validly in accordance with the
provisions of the law.

Corollarily, Section 138 of the IP Code provides:

"Sec. 138. Certificates of Registration. — A certificate of registration of a
mark shall be ima facie evidence of the validity of the registration, the

registrant’s o.. nership of the mark, and the registrant’s exclusive right to
use the same in connection with the goods or services and those that are

related thereto specified in the certificate.” (Emphasis supplied)

Clearly, it is not the application or the registration that confers ownership of a
mark, but it is ownership of the mark that confers the right to registration. While
the country’s legal “~gime on trademarks shifted to a registration system, it is not
the intention of the gislators not to recognize the preservation of existing rights of
trademark owners at the time the IP Code took into effect.” The registration system
is not to be used in committing or perpetrating an unjust and unfair claim. A
trademark is an industrial property and the owner thereof has property rights over it.
The privilege of beina issued a registration for its exclusive use, therefore, should be
based on the conce| of ownership. The IP Code implements the TRIPS Agreement
and therefore, the «Jea of “registered owner” does not mean that ownership is
established by mere registration but that registration establishes merely a
presumptive right of ownership. That presumption of ownership yields to superior
evidence of actual and real ownership of the trademark and to the TRIPS Agreement
requirement that no existing prior rights shall be prejudiced. In Shangri-la
International Hc"el Management, Ltd. vs. Developers Group of
Companies®, the S yreme Court held:

"By itself, registration is not a mode of acquiring ownership. When the
applicant is not the owner of the trademark applied for, he has no right to
apply the registration off the same.”

Corollarily, a —~gistration obtained by a party who is not the owner of the
mark may be cance :d. In Berris v. Norvy Abyadang’, the Supreme Court made
the following prono 1cement:

"The ownership of a trademark is acquired by its registration and its actual
use by the manufacturer or distributor of the goods made available to the
purchasing public. Section 122 of R.A. No. 8293 provides that the rights in

5 See Section 236 of the IP Code.
® G.R. No. 159938, 31 Mar.  2006.
7 G.R. No. 183404, 13 Octo__r 2010.



a mark shall be acquired by means if its valid registration with the IPO. A
certificate of registration of a mark, once issued, constitutes prima facie
evidence of ti-~ validity of the registration, of the registrant’s ownership of
the mark, ai of the registrant’s exclusive right to use the same in
connection w._1 the goods or services and those that are related thereto
specified in the certificate. R.A. No. 8293, however, requires the applicant
for registration or the registrant to file a declaration of actual use (DAU) of
the mark, with evidence to that effect, within three (3) years from the
filing of the a lication for registration; otherwise, the application shall be
refused or th. mark shall be removed from the register. In other words,
the prima facie presumption brought about by the registration of a mark
may be challenged and overcome, in an appropriate action, by proof of the
nullity of the registration or of non-use of the mark, except when excused.
Moreover, the presumption may likewise be defeated by evidence of prior
use by another person, i.e., it will controvert a claim of legal appropriation
or of ownership based on registration by a subsequent user. This is
because a tra. 'mark is a creation of use and belongs to one who first used
it in trade or ¢ .nmerce.”

In this case, the Opposer substantially proved that it first adopted the mark
"PUFF”. The Memorandum of Agreement® shows that the Opposer engaged the
services of Trade Dynamics Consulting International, Inc. to conduct market
research of its "PUFF” product on 01 February 2011, even before the filing of the
contested applicatio  The pictures of "PUFF” products as featured in the magazines®
reveal that the Opposer's “PUFF” products are home deodorizer sprays, which the
Respondent-Applicant’s trademark application also pertains. More importantly, the
Opposer has showr that the Respondent-Applicant has knowledge of its “PUFF”
products as he is € :n a stockholder of the corporation as shown in the General
Information Sheet!® ind a signatory of the Joint Venture Agreement of Compliant
Solutions Corporation and Planters Products, Inc.!' The Respondent-Applicant was
given ample opport ity to defend his right to register the contested mark but he
did not file an Answer.

Finally, the intellectual property system was established to recognize creativity
and give incentives to innovations. Similarly, the trademark registration system
seeks to reward entrepreneurs and individuals who through their own innovations
were able to distingi“sh their goods or services by a visible sign that distinctly points
out the origin and .wnership of such goods or services. To allow Respondent-
Applicant to register the subject mark, despite his bad faith, makes trademark
registration simply a contest as to who files an application first with the Office.

# Annex “C” of the Calleja affidavit.
® Annex “E” to “F”, inclusive,

10 Annex “A” of the Calleja affidavit.
11 Annex “B” of the Calleja affidavit.



WHEREFOR®", premises considered, the instant Opposition to Trademark
Application No. 4-21 2-007278 is hereby SUSTAINED. Let the filewrapper of the
subject trademark application be returned, together with a copy of this Decision, to
the Bureau of Trademarks for information and appropriate action.

SO ORDERED.

Taguig City,

Atty. Z'SA JANO-PE LIM
A -~ _ icer
Bureau of Legal Affairs



