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NOTICE OF DECISION

CESAR C. CRUZ & PARTNERS
Counsel for Opposer
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6811 Ayala Avenue, Makati City
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GREETING**

Please be informed that Decision No. 2017 - dated 01 June 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10) days after receipt of the decision together with the payment of
applicable fees.

__uig City, 01 June 2017.
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dissimilar trademarks in the field of medicinal products. The reputation and goodwill of
the Opposer should not be trifled with the talismanic invocation that there is only a
remote possibility of confusion. The fact clearly remains that the goods of the parties
belong to the same class, are identical, and are available through the same channels of
trade. As the Supreme Court in Ang v. Teodoro has aptly stated:

X X X

”29. The case of Glenwood Laboratories, Inc. v. American Home Prod. Corp.,
455 F. 2d 1384 (C.C.P.A. 1972), aptly illustrates the danger of confusion as regards
medicinal products bearing similar marks, ruling that,
X X X

“It is clear that the ruling in Glenwood Laboratories that medicinal products
require greater protection because confusion or mistake in filling up a prescription would
produce harmful effects. Regardless of the high degree of educational attainment and
discernment attained by the physicians prescribing these drugs, it cannot be denied that
the purchasing public should be protected from the possible harm that may arise from a
confusion of the marks.

“30.  Further, this Honorable Office has also aptly stated in Inter Partes Case
No. 14-2009-000172 concerning the opposition of the trademark ‘Solvit’ that:
XX X

“The registration of the Respondent-Applicant’s mark SALMETIN will lead the
purchasing public to believe that the goods of the Respondent-Applicant emanate from
the Opposer. If the products of the Respondent-Applicant are inferior in quality, there
will be grave and irreparable injury to the Opposer’s valuable goodwill in its distinctive
SANTELMI mark. Furthermore, the use and registration of the mark SALMETIN by the
Respondent-Applicant will dilute and diminish the distinctive character of the Opposer’s
distinctive SANTELMI mark.

“31.  Of all the possible combinations of the letters of the alphabet and words,
the Respondent-Applicant chose to use the mark SALMETIN to identify its goods in
International Class 5, which are in direct competition with the Opposer’s goods, also in
International Class 5. It cannot be gainsaid that confusion will arise inasmuch as the
goods are identical, and they cater to the same kind of purchasers. As pharmaceutical
products for the treatment of identical illnesses, both will be found and displayed in
hospitals, clinics, and pharmacies, probably side by side, making both products flow
through the same channels of trade, thus making the Opposer and the Respondent-
Applicant competitors in the same product industry. No conclusion can be drawn
surrounding the case other than the fact that the Respondent-Applicant is knowingly and
deliberately attempting to trade on the valuable goodwill and to ride on the notoriety of
the Opposer’s distinctive SANTELMI mark that has been previously registered
throughout the world for several years including the Philippines.

“32.  Clearly, the registration and use of the Respondent-Applicant mark’s
SALMETIN is a usurpation of the distinctive SANTELMI trademark, a mark legal’
owned by the Opposer, as well as the goodwill associated therewith and/or passing ¢
its own products, as those manufactured by the Opposer.






The Opposer’s evidence consists of the Special Power of Attorney executed by
the Opposer in favor of Cesar C. Cruz and Partners Law Offices and the Affidavit
executed by Sylvia Guillas, the Legal Director Trade Mark of SANOFI.4

This Bureau issued a Notice to Answer and served a copy thereof upon
Respondent-Applicant on 31 March 2016. Said Respondent-Applicant, however, did
not file an Answer.

Should the Respondent-Applicant be allowed to register the trademark
SALMETIN?

The Opposer anchors its opposition on the following provisions of Republic Act
No. 8293, also known as the Intellectual Property Code of the Philippines (“IP Code”):

Sec. 123 Registrability. - 123.1. A mark cannot be registered if it:
X X X
{(d) Isidentical with a registered mark belonging to a different proprietor or a mark
with an earlier filing or priority date, in respect of :

(1 The same goods or services, or
(i) Closely related goods or services, or
(iii) If it nearly resembles such a mark as to be likely to deceive or

cause confusion;”

(f) Is identical with, or confusingly similar to, or constitutes a translation of a mark
considered well-known in accordance with the preceding paragraph, which is
registered in the Philippines with respect to goods or service which are not
similar to those with respect to which registration is applied for: Provided, That
use of the mark in relation to those goods or services would indicate a
connection between those goods or services, and the owner of the
registered mark: Provided further, That the interests of the owner of the
registered mark are likely to be damaged by such use;

Records show that at the time the Respondent-Applicant filed its trademark
application on 10 July 2015, the Opposer has an existing trademark registration for the
mark SANTELMI under Trademark Reg. No. 4-2014-1810 issued on 05 June 2014. The
registration covers “pharmaceutical preparations” under Class 05. On the other hand,
the Respondent-Applicant's trademark application for the mark SALMETIN covere
“pharmaceutical preparations (maintenance treatment of chronic obstructive airwe
disease)” in Class 05.

*Marked as Annexes ‘““A” and “B”, inclusive.









