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NOTICE OF DECISION
SANTOS PILAPIL & ASSOCIATES
Counsel for Opposer
Suite 1209, Prestige Tower Emerald Avenue,
Ortigas Center, Pasig City
RONILYN S. MEDINA
Respondent- Applicant
#23 A Howmart Road, Rgy. Apolonio Samson,
Balintawak, Quezon Cii |
GREETINGS:
Please be informad that Decision No. 2017 - dated 19 April 2017 (copy

enclosed) was promulg  ted in the above entitled case.

Pursuant to Sec »n 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any part may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) aays after receipt of the decision together with the payment of
applicable fees.

Taguig City, 20 April 2017.
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The competing marks are word marks that appeal both to the visual and aural senses. A
comparison of the marks shc s that they contain three syllables, "PA-NA-CUR" for the Opposer's
and "PA-RA-CURE" for Res; ndent-Applicant's. Both marks have similar first syllable "PA"; in
the second syllable, Responc at-Applicant changed the letter "N" in Opposer's mark to letter "R";
and in the third syllable bol.. marks contain the letters "C-U-R" with an addition of a letter "E" at
the end in Respondent's ma ' These differences, however, between the marks are very trivial to
evade a finding of confus 3 similarity. Respondent-Applicant's mark has a similar overall
impression as that of Oppose. ..

Aside from the visual similarity, when Respondent-Applicant's PARACURE mark is
pronounced, it produces the same sound as that of Opposer's PANACUR mark that it becomes
undistinguishable from each other. Trademarks are designed not only for the consumption of the
eyes, but also to appeal to the other senses, particularly, the faculty of hearing. Thus, when one talks
about the Opposer's tradem=rk or conveys information thereon, what reverberates is the sound
made in pronouncing it. T same sound is practically replicated when one pronounces the
Respondent-Applicant's mark.

In Marvex Commercial Co. Inc. vs. Petra Hawpia & Co., and The Director of PatentsS, the Supreme
Court ruled:

Two letters of ‘T * LONPAS’ are missing in ‘LIONPAS’: the first letter a and the letter
s. Be that as it may, wh . the two words are pronounced, the sound effects are confusingly
similar. And where go s are advertised over the radio, similarity in sound is of especial
significance (Co Tiong Sa vs. Director of Patents, 95 Phil. I, citing Nims, The Law of Unfair
Competition and Trade arks, 4th ed., Vol. 2, pp. 678-679). ‘The importance of this rule is
empbhasized by the incr...se of radio advertising in which we are deprived of the help of our
eyes and must depend entirely on the ear’ (Operators, Inc. vs. Director of Patents, supra).

The following random list of confusingly similar sounds in the matter of trademarks,
culled from Nims, Unfair Competition and Trade Marks, 1947, Vol. 1, will reinforce our view
that ‘SALONPAS’ and ‘LIONPAS’ are confusingly similar in sound: ‘Gold Dust’ and ‘Gold
Drop’; ‘Jantzen’ and ‘Jass-Sea’; ‘Silver Flash’ and ‘Supper Flash’; ‘Cascarete’ and ‘Celborite’;
‘Celluloid’ and ‘Cellonite’; ‘Chartreuse’ and ‘Charseurs’; ‘Cutex’ and ‘Cuticlean’; ‘Hebe’ and
‘Meje’; ‘Kotex’ and ‘Femetex’; ‘Zuso’ and "Hoo Hoo’. Leon Amdur, in his book ‘Trade-Mark
Law and Practice’, pp. 419-421, cities, as coming within the purview of the idem sonans rule,
‘Yusea’ and “U-C-A’, ‘Steinway Pianos’ and ‘Steinberg Pianos’, and ‘Seven-Up’ and ‘Lemon-
Up’. In Co Tiong vs. Director of Patents, this Court unequivocally said that ‘Celdura” and
‘Cordura’ are confusingly similar in sound; this Court held in Sapolin Co. vs. Balmaceda, 67
Phil. 795 that the name ‘Lusolin’ is an infringement of the trademark ‘Sapolin’, as the sound
of the two names is almost the same.

In the case at bar, ‘SALONPAS’ and ‘LIONPAS’, when spoken, sound very much
alike. Similarity of sound is sufficient ground for this Court to rule that the two marks are
confusingly similar when applied to merchandise of the same descriptive properties (see
Celanese Corporation of America vs. E. 1. Du Pont, 154 F.2d. 146, 148).”

Furthermore, the likelihood of confusing similarity between the marks of the parties are made

5 G.R. No. L-19297. 22 December 1966






