NOVARIIS AG, } IPC No. 14-2014-00198
Opposer, } Opposition to:
} Appln. Serial No. 4-2014-000660
-versus- } Date Filed: 15 January 2014
}
}
MYLAN PHARMACEUTICAL PRIVATE LIMITED, } TM: ATOREG
Respondent-Applicant. }
X X
NOTICE OF DECISION
E.B. ASTUDILLO LAW OFFICES
Counsel for Opposer
Citibank Center, 10" Floor
8741 Paseo de Roxas,
Makati City
NICOLAS & DE VEGA LAW OFFICES
Counsel for Respondent- Applicant
16" Floor, Suite 1607 AIC Burgundy Empire Tower
ADB Avenue corner Sapphire & Garnet Roads,
Ortigas Center, Pasig City
GREETINGS:
Please be informed that Decision No. 2017 - dated 28 June 2017 (copy

enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 29 June 2017.

M,
IPRS IV
Bureau of Legal Affairs
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NOVARTIS AG, IPC NO. 14 - 2014 - 00198

0
Pposet, Opposition to:
- versus - Trademark Application Serial No.
42014000660
MYLAN PHARMACEUTICAL TM:“ATOREG”

PRIVATE LIMITED,
DECISION NO. 2017 -

Respondent-Applicant.

DECISION

RTIS AG. (Opposer)! filed an Opposition to Trademark Application
Serial 1vu.  4-2012-013852.- The trademark application filed by MYLAN
PHARMACEUTICAL PRIVATE LIMITED (Respondent-Applicant)?, covers the
mark ATOREG for “pharmaceutical preparations for cardiovascular system”
under Class 5 of the International Classification of Goods and Services3.

The Opposer in its Opposition alleges:

7. The trademark ATOREG being applied for by respondent-applicant is
confusingly similar to opposer’s trademark TAREG filed under Trademark
Application No. 4-2012-010918, as to likely, when applied to or used in connection
with the goods of respondent applicant, cause confusion, mistake and deception on
the part of the purchasing public.

8. The registration of the trademark ATOREG in the name of respondent-
applicant will violate Section 123.1, subparagraph (d) of Republic Act No. 8293,
otherwise known as the Intellectual Property Code of the Philippines (IP Code), to
wit:

Sec, 123. Registrability . — 123.1. A mark cannot be registered if it:
(d Is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date,
in respect of:

(i.) The same goods or services, or

(ii.) Closely related goods or services,

1A corporation organized under the laws of Switzerland with business address at 4002 Basel, Switzerland.

2 A corporation organized under the laws of India with business address at One India Bulls Centre Tower 2-B, 7t Floor, 841 Senapati
Bapat Marg, Elphinstone Road (West), Mumbai-400 013, India

3 The Nice Classification of Goods and Services is for registering trademarks and service marks based on multilateral treaty
administered by the WIPO, called the Nice Agreement Concerning the International Classification of Goods and Services for
Registration of Marks concluded in 1957.
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An ex: __ination of the two competing wordmarks readily show that all of

ters in the Opposer’s wordmark, particulary, “A” “T” “R” “E” and “G” can

nd in the Respondent-Applicant’s mark. Althoough the Respondent-
Applicant’s trademark has three syllables and the Opposer’s trademark has only
two syllables, the visual and the aural characteristics of the two word marks are
closely similar. The phonetic composition of the Opposer’s mark TA — REG is
almost identical to the last two syllables of the Respondent-Applicant’s
trademark TO — REG. The existence of an additional letter “A” at the beginning
of the Respondent-Applicant does not negate the confusing similarity of the two
wordmarks.

It has been held consistently in our jurisdiction that the law does not
require that the competing trademarks must be so identical as to produce actual
error or mistake. It would be sufficient, for purposes of the law that the
similarity between the two labels is such that there is a possibility or likelihood
of the purchaser of the older brand mistaking the newer brand for it.5
Corollarily, the law does not require actual confusion, it being sufficient that
confusion is likely to occur.®

WHEREFORE, premises considered, the instant opposition to
Trademark Application Serial No. 42014000660 is hereby SUSTAINED. Let
the filewrapper of Trademark Application Serial No. 42014000660 be returned
together with a copy of this Decision to the Bureau of Trademarks (BOT) for
appropriate action.

SO ORDERED.

Taguig City, _

Atty. Limbo
Adjudication Officer
Bureau of Legal Affairs

5 American Wire & Cable Co. vs. Director of Patents, et. al., G.R. No. L-26557, February 18, 1970
6 Philips Export B.V. et. al. vs. Court of Appeals, et. al., G.R. No. 96161, February 21, 1992



