SLUMBERLAND ASIA PACIFIC LIMITED, IPC No. 14-2014-00483

Opposer, Opposition to:
Appln. Serial No. 4-2013-015213
-versus- Date Filed: 20 December 2013

POLYFOAM-RGC INTERNATIONAL CORP.,
Respondent-Applicant.
X X

TM: SLUMBER COOL MATTRESS
BY URATEX

NOTICE OF DECISION

ANGARA ABELLO CONCEPCION REGALA & CRUZ
Counsel for Opposer

227 Floor, ACCRALAW Tower

Second Avenue corner 30" Street,

Crescent Park West, Bonifacio Global City

0399 Taguig City

POLYFOAM-RGC INTERNATIONAL CORPORATION
Respondent- Applicant

1608 Sapang Bakaw, Service Road

East Canumay, Valenzuela City

GREETINGS:

Please be informed that Decision No. 2017 - _ dated 02 June 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 02 June 2017.
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result. Duplication or imitation is not even required; neither is it necessary that the
label of the applied mark for registration should suggest an effort to imitate. The
important issue is whether the use of the marks involved would likely cause
confusion or mistake in the mind of or deceive the ordinary purchaser, or one who
is accustomed to buy, and therefore to some extent familiar with, the goods in
question. Given greater consideration are the aural and visual impressions created
by the marks in the public mind, giving little weight to factors like prices, quality,
sales outlets, and market segments. The test of dominancy is now explicitly
incorporated into law in Section 155.1 of R.A. No. 8293 which provides-xxx

On account of Respondent-Applicant's use of the dominant word SLUMBER, visually
and aurally, the marks are confusingly similar. The Supreme Court in the case of Marvex
Commercial Co., Inv. V. Petra Hawpia & Co. and the Director of Patents’ is instructive on the
matter, to wit:

Two letters of "SALONPAS" are missing in "LIONPAS"; the first letter a and the
letter s. Be that as it may, when the two words are pronounced, the sound effects
are confusingly similar. And where goods are advertised over the radio, similarity
in sound is of especial significance (Co Tiong Sa vs. Director of Patents, 95 Phil.
1 citing Nims, The Law of Unfair Competition and Trademarks, 4th ed., vol. 2,
pp. 678-679). xxx

The following random list of confusingly similar sounds in the matter of
trademarks, culled from Nims, Unfair Competition and Trade Marks, 1947, vol. 1,
will reinforce our view that "SALONPAS" and "LIONPAS" are confusingly
similar in sound: "Gold Dust" and "Gold Drop"; "Jantzen" and "Jazz-Sea"; "Silver
Flash" and "Supper-Flash"; "Cascarete" and "Celborite"; "Celluloid" and
"Cellonite"; "Chartreuse" and "Charseurs"; "Cutex" and "Cuticlean"; "Hebe" and
"Meje"; "Kotex" and "Femetex"; "Zuso" and "Hoo Hoo". Leon Amdur, in his
book "TradeMark Law and Practice", pp. 419-421, cites, as coming within the
purview of the idem sonans rule, "Yusea" and "U-C-A", "Steinway Pianos" and
"Steinberg Pianos", and "Seven-Up" and "Lemon-Up". In Co Tiong vs. Director
of Patents, this Court unequivocally said that "Celdura" and "Cordura" are
confusingly similar in sound; this Court held in Sapolin Co. vs. Balmaceda, 67
Phil. 795 that the name "Lusolin" is an infringement of the trademark "Sapolin",
as the sound of the two names is almost the same.

In the case at bar, "SALONPAS" and "LIONPAS", when spoken, sound very
much alike. Similarity of sound is sufficient ground for this Court to rule that the
two marks are confusingly similar when applied to merchandise of the same

descriptive properties (see Celanese Corporation of America vs. E. I. Du Pont, 154
F. 2d. 146, 148).
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Furthermore, the Opposer submitted proof of its ownership of the “SLUMBERLAND”
mark, such as its Philippine registrations; foreign registrations'of the mark
“SLUMBERLAND?”; and various advertisements, articles and photographs of the mark as used
here and abroad.

Succinctly, the public interest, requires that two marks, identical to or closely resembling
each other and used on the same and closely related goods, but utilized by different proprietors
should not be allowed to co-exist. Confusion, mistake, deception, and even fraud, should be
prevented. It is emphasized that the function of a trademark is to point out distinctly the origin
or ownership of the goods to which it is affixed; to secure to him, who has been instrumental in
bringing into the market a superior article of merchandise, the fruit of his industry and skill; to
assure the public that they are procuring the genuine article; to prevent fraud and imposition; and
to protecltl the manufacturer against substitution and sale of an inferior and different article as his
product.

WHEREFORE, premises considered, the instant Opposition to Trademark Application
No. 4-2013-015213 is hereby SUSTAINED. Let the filewrapper of the subject trademark be
returned, together with a copy of this Decision, to the Bureau of Trademarks for information and
appropriate action.

SO ORDERED.
Taguig City,
ATFI I. AUURAUCIUIY U, LAINL, LL.M.
Adjudication Officer
Bureau of Legal Affairs

' Exhibit “C” to “F”
""Pribhdas J. Mirpuri v. Court of Appeals, G. R. No. 114508, 19 November 1999, citing Etepha v. Director of
Patents, supra, Gabriel v. Perez, 55 SCRA 406 (1974). See also Article 15, par. (1), Art. 16, par. (1), of the Trade
Related Aspects of Intellectual Property (TRIPS Agreement).
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