





“3. There is a likelihood of confusion between Opposer’s ‘CASLON’
trademark and Respondent-Applicant’s ‘CASLON’ mark because the
latter’s ‘CASLON’ mark is identical the Opposer’s ‘CASLON’ trademark,
in sound, spelling, appearance, meaning and connotation as to likely cause
confusion, mistake and deception to the public.

“4, Respondent-Applicant, by adopting the ‘CASLON’ mark for its
goods, is likely to cause confusion, or to cause mistake, or to deceive as to
affiliation, connection or association with the Opposer, or as to origin,
sponsorship, supervision, authorization or approval of his products by the
Opposer, for which he is liable for false designation of origin, false
description or representation under Section 169 of R.A. No. 8§293.”

The Opposer submitted as evidence the following: Special Power of Attorney;
Judicial Affidavit of Robert B. Sari; Amended and Restated Articles of Incorporation of
Nordstrom, Inc.; Copies of Trademark Registrations in the United States and other
territories; Print-out of web pages of Nordstrom, Inc. showing "CASLON" mark; print-
out of [PO database showing Respondent-Applicant's application; and Judicial Affidavit
of Avril Elaine U. Gamboa.*

This Bureau served upon the Respondent-Applicant a “Notice to Answer” on 18
February 2016. The Respondent-Applicant, however, did not file an Answer.

The records show that the Respondent-Applicant filed his application on 3
November 2014. The Respondent-Applicant uses its mark on goods under classes 18 and
25. The Opposer registered its mark in countries outside the Philippines. The
Respondent-Applicant's mark is shown below:

Respondent-Applicant’s mark
Should the Respondent-Applicant be allowed to register the trademark CASLON?

The Opposer’s contention is that it is recognized as one of the leading fashion
retailers in the world and that it owns the internationally well-known mark CASLON. If
CASLON is an internationally well-known, the registration by Respondent-Appli  tis
prohibited and contrary to Section 123.1, subparagraph (e) of the Intellectual Property
Code of the Philippines, which provides that:

Sec. 123. Registrability. - 123.1. A mark cannot be registered
if it:

* Annex "A"; Exhibits "A" to "D"






market share, reputation, and distinction to qualify it as a well-known mark. The
Opposer failed to establish that the mark CASLON has attained a well-known status in
the Philippines, as required under the law.

WHEREFORE, premises considered, the instant Opposition to Trademark
Application No. 4-2014-0011443 is hereby DISMISSED. Let the filewrapper of the
subject trademark application be returned, together with a copy of this Decision, to the
Bureau of Trademarks for information and appropriate action.

SO ORDERED.
Taguig City,
ATTY. ADURACIUN U. ZAKE, LL.M.

Adjudication Officer
Bureau of Legal Affairs



