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applicable fees.
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“1.3.  As of the year 2016, TENACITY AUTO PARTS CO. LTD.’s continues to
innovate, creating new products to cater to different new and existing car models.

“2. To make TENACITY AUTO PARTS CO. LID.s products more
distinguishable in the market, the company decided to design a mark exclusively for
their products. The mark took into consideration the concept coined as the ‘Unique life of
Tenacity’; a group of people committed to facing challenge, make product quality their
responsibility. The ‘'TENACITY’ trademark uses a very specific application, as to
drawing method of the stylized letter “T’, the use of Chinese characters and English word
marks, as seen in the reproduction of the mark below:  xxx

“2.1. In order to protect its interest, TENACITY AUTO PARTS CO. LTD.
started filing for trademark registration of the ‘TENACITY’ trademark, first in its home
country of Taiwan, then to other countries in the world. Apart than Taiwan, TENACITY
AUTO PARTS CO. LTD., has been granted trademark registration for their "TENACITY’
trademark in China, the USA, the European Union, United Arab Emirates and Saudi
Arabia. Likewise, applications for trademark registration have been made in the
countries of Panama, Salvador, Guyana, Trinidad and Tobago, Thailand, Malaysia,
Kazakhstan and Russia.

“22  When TENACITY AUTO PARTS CO. LTD. sought to register their
‘TENACITY’ trademark in the Philippines; they were surprised that one of its clients,
Respondent-Registrant WARREN S. YU, filed an application for the registration of the
‘TENACITY’ trademark on December 9, 2013 without the consent of Respondent-
Registrant, as shown by Trademark Application No. 42013014719 filed for ‘automotive
parts, namely: engine mount, shock mounting, engine support, muffler support,
suspension bushing, stabilizer bushing and strut bushing.’ Respondent-Registrant’s
application for trademark registration of the “TENACITY" mark was granted on March
27, 2014, notwithstanding the fact that Petitioner owns the “‘TENACITY’ mark by reason
of its prior registration and use.

“3. The date of the first use of Petitioner’s "TENACITY’ trademark, both in
the Philippines and abroad for ‘automotive parts, namely: engine mount, shock
mounting, engine support, muffler support, suspension bushing, stabilizer bushing and
strut bushing,” among others, was much earlier than the date of first use of Respondent-
Registrant’s identical and confusingly similar “TENACITY’ mark. In fact, Respondent-
Registrant obtains its supplies for sale in the Philippines from Petitioner. Hence, before
Respondent-Registrant can have any commercial use with regard to the products, he
must first acquire supplies from Petitioner.

“31 On October 10, 2010, Petitioner's "TENACITY' brand of products
successfully entered into the Philippine market when Petitioner consigned a substantial
amount of its products to Multimotors Auto Parts Inc., (MMC Trading Inc.)

“4. The ‘TENACITY’ mark of Respondent-Registrant is composed of a full
reproduction of the ‘TENACITY’ trademark of Petitioner, without any change on the
letters comprising the word, or the stylized letter “T’. A reproduction of the two marks is
provided below: x x x

“41  As previously explained, the “TENACITY' mark found in Petitioner a:
Respondent-Registrant’s marks were derived from Petitioner TENACITY AUTO PAR
CO. LTD. Thus, Petitioner has a better right to the word “TENACITY’ than Responde:
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Registrant, not only because it filed a trademark registration earlier than Respondent-
Registrant, but also because the former’s adoption of the ‘TENACITY’ trademark is
legitimate and done in good faith.

“Respondent-Registrant, apart from being a client of Petitioner TENACITY
AUTO PARTS CO. LTD., has no legitimate connection, neither to the company nor the
‘TENACITY’ mark.

“42  In addition, the goods covered by Respondent-Registrant’s “TENACITY’
mark are similar and/or related to the goods carrying Petitioner's ‘TENACITY’
trademark. The goods of both Respondent-Registrant’s and Petitioner’s “TENACITY’
mark are all under Class 12 and are all spare parts of cars.

“The similarity of goods between Respondent-Registrant and Petitioner covered
by the "“TENACITY’ mark should not come as a surprise, as Respondent-Registrant was a
client of Petitioner. As the latter supplies the goods of the former, it necessarily follows
that Respondent-Registrant will sell the same, similar or related goods carrying identical,
similar and related trademarks.

“By reason of this identity and confusing similarity of goods bearing
identical/similar trademarks, confusion of business and/or the origin of goods are
highly likely. The consuming public would think that ALL the goods of Respondent-
Registrant bearing the ‘TENACITY’ trademark come from Petitioner, even in instances
when they actually do not.

“5. The Philippines, as a declaration of principle, adopts to the generally
accepted principles of international law as part of the law of the land, and adheres to the
policy of peace, equality, justice, freedom, cooperation and unity with all nations. In the
same vein, Sections 3 and 160 of the Intellectual Property Code grant a right in favor of
Petitioner to seek redress, insofar as it states that: x x x

“The Philippines and Taiwan (Chinese Taipei) are both a members and/or
signatories to the World Trade Organization, which adherer to the principle of
reciprocity among nations who chose to be bound by the same.

“51  As Respondent-Registrant’s ‘"TENACITY’ mark is confusingly similar to
that of Petitioner’s ‘TENACITY’ mark, Respondent-Registrant’s mark fails to qualify for
trademark registration, being violative of Subsection 123.1 (d) and (e), in relation to
Section 151 of the Intellectual Property Code, to wit: x x x

“5.2  The grant of registration of Respondent-Registrant's “TENACITY’ mark,
notwithstanding its identity and confusing similarity to a mark with an application filed
earlier and belonging to a different proprietor, leaves no doubt that said registration was
obtained fraudulently or contrary to the provisions of the Intellectual Property Code of
the Philippines, particularly subsections 123 (d) and (e) in relation to Section 151.1(b).

“6. Respondent-Registrant is a client of Petitioner since the year 2013, with
the latter initially offering its products for sale to Respondent-Registrant. Following the
exchange of correspondence between the parties, Petitioner started supplying
Respondent-Registrant with its products through various consignees. Initially, the goc ~
of Petitioner were consigned to MMC Trading Inc. Subsequently, the goods wi
consigned to Amonrah Enterprises, as requested by Respondent-Registrant, who w
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Petitioner’s client at the time. This relationship between Petitioner and Respondent-
Registrant proved to be both harmonious and mutually beneficial, as what initially were
quotations were coming from the latter turned into actual sales for Petitioner.

“7. However, on December 9, 2013, Respondent-Registrant applied for the
trademark registration for the “TENACITY’ mark, without the prior consent of Petitioner,
believing that the same would have no adverse effect to the brand established in Taiwan.

“8. Petitioner, surprised by the move of Respondent-Registrant, in an
attempt to keep the working relationship between Petitioner and Respondent-Registrant,
sought to have the “TENACITY’ mark assigned to their name. However, despite earnest
efforts taken by Petitioner, Respondent-Registrant remained adamant in keeping the
trademark registration in his name, and effectively terminated the once harmonious
relationship between Petitioner and Respondent-Registrant.

“9. Clearly, the act of Respondent-Registrant in registering the "TENACITY’
mark in his name is fraudulent. Despite Respondent-Registrant being fully aware that he
is not the owner of the ‘TENACITY' mark, he registered the mark in his name and
without the consent of Petitioner. This is coupled with Respondent-Registrant’s mark
being confusingly similar to Petitioner’s “TENACITY’ mark, from which Respondent-
Registrant is purchasing his supplies. Respondent-Registrant’s scheme should not be
given the appearance of legitimacy by allowing this country’s Intellectual Property
system to protect the illegitimate use of the ‘TENACITY’ mark and depriving its rightful
owner - Petitioner herein from fully benefitting from its “TENACITY" trademark, without
having said mark diluted.

“10.  The 'TENACITY’ trademark of Petitioner is used both in the Philippines
and worldwide on various products of Petitioner, is registered and protected in the name
of Petitioner in the following countries: x x x

“10.1 Moreover, Petitioner has invested a great amount of resources in the
promotion of its ‘TENACITY’ mark. Consequently, the products carrying the
‘TENACITY’ mark has received the reputation of being high in quality, and has been
recognized in several parts of the world.

“Petitioner’'s ‘TENACITY’ mark is well-known internationally and in the
Philippines, taking into account the knowledge of the relevant sector of the public, as
being trademarks owned by Petitioner. Pursuant to Subsection 123 (d) and (e) on
registrability of the Intellectual Property Code, Petitioner’s ‘TENACITY’ trademark, for
being internationally well-known trademarks, are protected in this country even without
registration. Petitioner’s right to said “"TENACITY’ trademark, applied for registration by
Petitioner’s client and distributor Respondent-Registrant, who is likewise well aware that
the trademark ‘“TENACITY’ is wholly owned by Petitioner - the product’s manufacturer,
and in fact, the direct supplier of the products that Respondent-Registrant sold and is still
selling.

“11.  Of equal importance to point out is the fact that Petitioner’s "TENACITY’
trademark is part of its trade name, TENACITY AUTO PARTS CO. LTD. As such,
following the pronouncement of the Supreme Court in the case of Ecole de Cusine
Manille (Cordon Bleu of the Philippines) vs. Renard Cointreau & Cie and Le Cordon Ble
Int'l B.V., protection is afforded to a trade name, without the need to file for registratio
and whether or not the trade name forms part of the trademark. In the said case, tl
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an industrial property and the owner thereof has property rights over it. The privilege
of being issued a registration for its exclusive use, therefore, should be based on the
concept of ownership. The IP Code implements the TRIPS Agreement and therefore,
the idea of “registered owner” does not mean that ownership is established by mere
registration but that registration establishes merely a presumptive right of ownership.
That presumption of ownership yields to superior evidence of actual and real
ownership of the trademark and to the TRIPS Agreement requirement that no existing
prior rights shall be prejudiced. In Berris v. Norvy Abyadang®, the Supreme Court held:

The ownership of a trademark is acquired by its registration and its actual use by the
manufacturer or distributor of the goods made available to the purchasing public.
Section 122 of the R.A. 8293 provides that the rights in a mark shall be acquired by means
of its valid registration with the IPO. A certificate of registration of a mark, once issued,
constitutes prima facie evidence of the validity of the registration, the registrant's
ownership of the mark, and of the registrant’s exclusive right to use the same in
connection with the goods or services and those that are related thereto specified in the
certificate. R.A. 8293, however, requires the applicant for registration or the registrant to
file a declaration of actual use (DAU) of the mark, with evidence to that effect, within
three (3) years from the filing of the application for registration; otherwise, the
application shall be refused or the mark shall be removed from the register. In other
words, the prima facie presumption brought about by the registration of a mark may be
challenged and overcome, in an appropriate action, by proof of the nullity of the
registration or of non-use of the mark, except when excused. Moreover, the presumption
may likewise be defeated by evidence of prior use by another person, ie., it will
controvert a claim of legal appropriation or of ownership based on registration by a
subsequent user. This is because a trademark is a creation of use and belongs to one who
first used it in trade or commerce.

In this instance, the Opposer proved that it is the originator and owner of the
contested mark. As stated, “Petitioner, TENACITY AUTO PARTS CO. LTD., the true
proprietor of the “TENACITY’ trademark, first adopted the use of the “TENACITY”
trademark to describe the quality of their product and coincide with Taiwanese culture.
The company, founded in 1973 in Hsinchu, Taiwan, prides itself not only in being a
professional rubber to metal part manufacturer, but also a premier aftermarket supplier
for rubber parts and suspensions x x x To make TENACITY AUTO PARTS CO. LTD.’s
products more distinguishable in the market, the company decided to design a mark
exclusively for their products. The mark took into consideration the concept coined as
the “Unique life of Tenacity”; a group of people committed to facing challenge, make
product quality their responsibility. The “TENACITY” trademark uses a very specific
application, as to drawing method of the stylized letter “T”, the use of Chinese
characters and English word marks, x x x “10 In contrast, the Respondent-Registrant
despite the opportunity given, did not file an Answer to defend his trademark
registration and to explain how he arrived at using the mark TENACITY which
exactly the same as the Petitioner’s. In fact, TENACITY is not only a trademark |

® G.R. No. 183404, 13 Oct. 2010.
loF'a\ragraphs 1.1 and 2 of the Petition.






