PELICAN PRODUCTS, INC., } IPC No. 14-2016-00020
Opposer, } Opposition to:
} Applin. Serial No. 4-2015-009851
-versus- } Date Filed: 27 August 2015
}
}
GLOBAL TECH CHINA LIMITED, } TM: M MIGHTYLITE
I pondent-Applicant. }
X X
NOTICE OF DECISION
BETITA CABILAO CASUELA SARMIENTO
Counsel for Opposer
Suite 1104 ™~ age One Building
1215 Aca.... Avenue, Madrigal Business Park
Ayala Alabang, Muntinlupa City
ANGEL O. IDRES, JR.
Respondent- Applicant’s Representative
24 Libya Street, Better Living Subdivision
Don Bosco, Bicutan, Metro Manila
GREETINGS:
Please be informed that Decision No. 2017 - dated 29 June 2017 (copy

enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10} days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 03 July 2017.

IPRS IV
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Inte  tual Property Center # 28 ''===-+«-v==1-- N linley Hill Town Center, Fort Bonifacio
Taguig Ci  swww.ipophil.gov.ph '
T: +632-23863 480 email@ipophil.gov.ph
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G) Is identical with, or confusingly similar to, or
constitutes a translation of a mark with which is considered
by the competent authority of the Philippines to be well-
known internationally and in the Philippines, whether or not
it is registered here, as being already the mark of a person
other than the applicant for registration, and used for
identical or similar goods or services: Provided, That in
determining whether a mark is well-known, account shall be
taken of the public at large, including knowledge in the
Philippines which has been obtained as a result of the
promotion of the mark;”

® Is identical with or confusingly similar to, or constitutes a
translation of a mark, considered well known in accordance with the
preceding paragraph, which is registered in the Philippines with
respect to goods and services which are not similar to those with
respect to which registration is applied for: Provided, that the use of
the mark in relation to the goods or services would indicate a
connection between those goods or services, and the owner of the
registered mark: Provided further, that the interests of the owner of
the registered mark are likely to be damaged by such use.”

The Opposer is the owner and first user of the well-known and famous
MITYLITE mark. Hence, the registration of the Respondent’s mark constitutes
a violation of Articles 6bis of the Paris Convention in conjunction with Section
3 123.1 9¢) and 123.1 (f) of the IP Code.

The Opposer has used the MITYLITE mark in the Philippines and elsewhere
well prior to the filing date of the opposed application. The Opposer continues
to use the MITYLITE mark in the Philippines and in numerous other countries
worldwide.

The Opposer has extensively used and promoted its MITYLITE mark
worldwide. Over the years, the Opposer has obtained significant exposure for
the goods and services upon which MITYLITE mark is used in various media,
including television commercials, outdoor advertisements, internationally well-
known print publications, and other promotional events. Opposer also promotes
its products bearing the MITYLITE mark through its websites,
www.pelican.com and www.peli.com which are accessible to users worldwide,
including those from the Philippines.

The MITYLITE mark is registered and has been applied for registration in the
name of the Opposer in various countries around the world. xxx

Respondent’s M MIGHTYLITE mark is confusingly similar to the
Opposer’s well-known MITYLITE mark as to be likely to deceive or
cause confusion, if it has not already been deceived or caused confusion.

The element ‘MIGHTYLIFE’ in Respondent’s M MIGHTYLITE mark
is almost identical in terms of appearance, pronunciation and spelling to









Preceding therefrom, it is observed that the Oppposer proved that it is the owner of
the mark MITYLITE applied on flashlights, as seen from the Opposer's websites® and
pictures of its products, the availability of which can be seen on the internet.” As attested by
John Padian in his affidavit®, the MITYLITE products are sold abroad and in the Philippines.
The Opposer also submitted registrations of the mark MITYLITE in various countries
abroad. The Respondent-Applicant's mark M MIGHTY LITE is phonetically and aurally
identical to the Opposer's mark, despite of the difference in the spelling of the word,
MIGHTY. When pronounced, MIGHTY and MITY are idem sonans. It is not farfetched that
the buying public might conclude that the Respondent-Applicant's products bearing the mark
M MIGHTY LITE are a variation of Opposer's mark MITYLITE. Thus, in Marvex
Commercial Co., Inc. v. Petra Hawpia’, the Supreme Court held:

The following random list of confusingly similar sounds in the matter of
trademarks, culled from Nims, Unfair Competition and Trade Marks, 1947,
vol. 1, will reinforce our view that "SALONPAS" and "LIONPAS" are
confusingly similar in sound: "Gold Dust" and "Gold Drop"; "Jantzen" and
"Jazz-Sea"; "Silver Flash" and "Supper-Flash"; "Cascarete" and "Celborite";
"Celluloid" and "Cellonite"; "Chartreuse" and "Charseurs"; "Cutex" and
"Cuticlean"; "Hebe" and "Meje"; "Kotex" and "Femetex"; "Zuso" and "Hoo
Hoo". Leon Amdur, in his book "TradeMark Law and Practice", pp. 419-421,
cites, as coming within the purview of the idem sonans rule, "Yusea" and "U-
C-A", "Steinway Pianos" and "Steinberg Pianos", and "Seven-Up" and
"Lemon-Up". In Co Tiong vs. Director of Patents, this Court unequivocally
said that "Celdura" and "Cordura" are confusingly similar in sound; this Court
held in Sapolin Co. vs. Balmaceda, 67 Phil. 795 that the name "Lusolin" is an
infringement of the trademark "Sapolin", as the sound of the two names is
almost the same.

Succinctly, because the Respondent-Applicant uses a mark confusingly similar to that
of the Opposers, it is likely that the consumers will have the impression that these goods
originate from a single source or origin, more so that the goods of the Respondent-Applicant
are similar and related to the goods/products of the Opposer. The confusion or mistake
would subsist not only the purchaser's perception of goods but on the origin thereof as held
by the Supreme Court, to wit:

Callman notes two types of confusion. The first is the confusion of goods in
which event the ordinary prudent purchaser would be induced to purchase one
product in the belief that he was purchasing the other. In which case,
defendant's goods are then bought as the plaintiff's and the poorer quality of
the former reflects adversely on the plaintiff's reputation. The other is the
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 G.R. No. L--19297, 22 December 1966



confusion of business. Here, though the goods of the parties are different, the
defendant's product is such as might reasonably be be assumed to originate
with the plaintiff and the public would then be deceived either into that belief
or into belief that there is some connection between the plaintiff and defendant
which, in fact does not exist.'?

The Respondent-Applicant despite the opportunity given, did not file an Answer to
defend his trademark application and to explain how he arrived at using the mark M
MIGHTY LITE which is confusingly similar and identical to that of the Opposer’s
MITYLITE.

WHEREFORE, premises considered, the instant Opposition to Trademark
Application Serial No. 4-2015-009851 is hereby SUSTAINED. Let the filewrapper of the
subject application be returned to the Bureau of Trademarks for information and appropriate
action.

SO ORDERED.

Taguig City,

A11Y. ApUuKkAaCIUN U. ZARE, LL.M.
Adjudication Officer
Bureau of Legal Affairs

10Converse Rubber Corp. v. Universal Rubber Products, Inc., et. al., G. R. No. L-27906, 08 January 1987.



