HUGO BOSS TRADEMARK MANAGEMENT IPC No. 14-2016-00264

}
GMBH & CO. KG, }
Opposer, } Opposition to:
} Appln. Ser. No. 4-2015-012449
-versus- } Date Filed: 28 October 2015
)
SHAWILL CORPORATION, } TM: ANDREA SECRET BOSSIMI
Respondent-Applicant. }
X- X

NOTICE OF DECISION

CESAR C. CRUZ & PARTNERS
Counsel for Opposer

3001 A L F I(

6811 Ayala Avenue, Makati City

MS. MARNELLE S. ROXAS
Respondent-Applicant’'s Representative
Rm. 1402 Tytana Building

Tytana Street, Binondo, Manila

GREETINGS:

Please be informed that Decision No. 2017 - dated 09 October 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affo?_rs within ten (10) days after receipt of the decision together with the payment of
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Taguig City, 10 October 2017.
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than the fact that the Respondent-Applicant is knowingly and deliberately attempting to trade on the
valuable goodwill and to ride on the notoriety of the Opposer’s internationally well-known BOSS
mark that have been used throughout the world for more than four decades including in the
Philippines.

"31. Clearly, the registration and use of the Respondent-Applicant's mark ANDREA SECRET
BOSSIMI is a usurpation of the internationally well-known BOSS mark, a mark legally owned by the
Opposer, as well as the goodwill associated therewith and/or passing off its own products, as those
manufactured by the Opposer.

"32. Thus, the denial of the registration of Trademark Application No. 4-2015-00012449 for the
mark ANDREA SECRET BOSSIMI by this Honorable Office is authorized and warranted under the
provisions of the Intellectual Property Code of the Philippines.”

Opposer's evidence consists of the following:

1. Special Power of Attorney

2. Authenticated Affidavit of Paul Anthony Daly;

3. List of registration of BOSS marks in various countries;

4. Copies of Certificates of Registration of the mark BOSS issued by OHIM, Malaysia,
Singapore, South Africa, Taiwan R.O.C. and WIPO under Madrid Protocol; and

5. Copies of samples of promotional materials for the mark BOSS, HUGO BOSS;

On 04 August 2016, this Bureau issued a Notice to Answer and personally served it to
Respondent-Applicant's representative on 22 August 2016. Despite the receipt of Notice,
Respondent-Applicant failed to file the answer. On 17 April 2017, an Order was issued declaring
Respondent-Applicant in default. Accordingly, the case is deemed submitted for decision on the
basis of the opposition, the affidavits of witnesses, if any, and the documentary evidence submitted
by the Opposer.

Should the Respondent-Applicant be allowed to register the mark ANDREA SECRET
BOSSIMI?

Sec. 123.1 (d) of Republic Act No. 8293, also known as the "Intellectual Property Code of the
Philippines (IP Code)", as amended provides:

Section 123. Registrability. — 123.1. A mark cannot be registered if it:
X X x
d. Is identical with a registered mark belonging to a different proprietor or a mark with an
earlier filing or priority date, in respect of:
i. The same goods or services, or
ii. Closely related goods or services, or
iii. If it nearly resembles such a mark as to be likely to deceive or cause confusion;

Explicit from the afore-cited provision of the IP Code that whenever a mark subject of an
application for registration resembles another mark which has been registered or has an earlier
filing or priority date, said mark cannot be registered.









