











“16.1.6.1. Respondent-Applicant’s mark
‘PYRAMAX’' appears and sounds almost the same as Opposer’s
trademark ‘PARAMAX'.

“16.1.6.2. Both marks are composed of seven (7)
letters.

“16.1.6.3. Both marks are composed of three (3)
syllables, i.e., Respondent-Applicant’s mark PY/RA/MAX and
the dominant feature of Opposer’s mark PA/RA/MAX.

“16.1.6.4. Both marks are pronounced with the
same intonation.

“16.1.6.5. The first and last five (5) letters of

marks is with respect to the second letter, which by itself would
not be sufficient to eliminate the possibility of conclusion
between the two marks.

“16.1.6.6. As held by this Honorable Bureau in the
case of United Home Products, Inc. vs. TGP Pharma, Inc.
docketed as IPC No. 14-2014-00532, [c]onfusion cannot be
avoided by merely adding, removing, or changing some letters
of a registered mark. x x x’

'PARAMAX'.

“16.1.7. Clearly, Respondent-Applicant’s mark
‘PYRAMAX’ adopted the dominant features of the Opposer’s trademark
“16.1.8. As further ruled by the High Court in the
McDonald’s Corporation case [supra, p.33-34 [2004]):
XXX
“16.1.9. In American Wire & Cable Co., vs. Director of

Patents (31 SCRA 544, 547-548 [1970]), the Supreme Court explained:

X XX

“16.2. Opposer’s trademark ‘PARAMAX’ and Respondent-Applicant’s
mark ‘PYRAMAX’ are practically identical marks  sound and appearance that
they leave the same commercial impression upon the public.

“16.3. Thus, the two marks can easily be confused for one over the
other, most especially considering that the opposed mark ‘PYRAMAX’ is applied
for the same class and goods as that of Opposer’s trademark ‘'PARAMAX’ under
Class 05 of the International Classification of Goods for disinfectants.

“16.4. Yet, Respondent-Applicant still filed a trademark applicatior
‘PYRAMAX’' despite its knowledge of the existing trademark registratior
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‘PARAMAX’, which is confusingly similar thereto in both its sound and
appearance, to the extreme damage and prejudice of Opposer.

“16.5. Opposer’s intellectual property right over its trademark is
protected under Section 147.1 of the IP Code, which states:
X X X

“16.6. When, as in the present case, one applies for the registration of a
trademark or label which is almost the same or very closely resembles one
already used and registered by another, the application should be rejected and
dismissed outright, even without any opposition on the part of the owner and
user of a previously registered label or trademark, this not only to avoid
confusion on the part of the public, but also to protect an already used and
registered trademark and an established goodwill.” x x x

“17.  To allow the Respondent-Applicant to market its nroducts bearing the
mark ‘'PYRAMAX' 1 ines( __ ser’sright to its trademark .....AMAX'.

“17.1. Being the lawful owner of ‘PARAMAX’, Opposer has the
exclusive right to use and/or appropriate the said trademark and prevent all
third parties not having its consent from using in the course of trade identical or
similar marks, where such would result in a likelihood of confusion.

“17.2. By reason of Opposer's ownership of the trademark
‘PARAMAX’, it also has the right to prevent the third parties, such as
Respondent-Applicant, from claiming ownership over Opposer’s trademark or
any depiction similar thereto, without its authority or consent.

“17.3. Moreover, following the illustrative list of confusingly similar
sounds in trademarks cited in Mcdonald’s Corporation case (supra, p. 34 [2004]),
it is evident that Respondent-Applicant's mark ‘PYRAMAX' is aurally
confusingly similar to Opposer’s trademark ‘PARAMAX’:

XXX

“17.4. Further, the fact that Respondent-Applicant seeks to have its
mark ‘PYRAMAX' registered in the same class (Nice Classification 05) as
Opposer’s trademark ‘PARAMAX’ will undoubtedly add to the likelihood of
confusion among the purchasers of these two goods.

“18.  The registration and use of Respondent-Applicant’s confusingly similar
mark ‘PYRAMAX’ on its goods will enable the latter to obtain benefit from Opposer’s
reputation and goodwill, and will tend to deceive and/or confuse the public into
believing that Respondent-Applicant is in any way connected with the Opposer.

“181. As held in Sterling Products International, Inc. wvs.
Farbenfabriken Bayer Aktienggesellschaft, et. al. (27 SCRA 1214, 1227 [1968])
there are two types of confusion in trademark infringement. ‘The first is the
confusion of goods’ in which event the ordinarily prudent purchaser would be
induced to purchase one product in the belief that he was purchasing the other.’
In which case, ‘defendant’s goods are then bought as the plaintiff's, and the
poorer quality of the former reflects adversely on the plaintiff's reputation.” Tk~
other is the confusion of business. ‘Here though the goods of the parties a
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different, the defendant’s product is such as might reasonably assumed to
originate with the plaintiff, and the public would be deceived either into that
belief or in to belief that there is some connection between the plaintiff and
defendant which, in fact, does not exist.’

“18.2. The doctrine of confusion of business or origin is based on
cogent reasons of equity and fair dealing. It has to be realized that there can be
unfair dealing by having one’s business reputation confused with another. “The
owner of a trademark or trade name has a property right in which he is entitled
to protection, since there is damage to him from confusion of reputation or
goodwill in the mind of the public as well as from confusion of goods.” xxx

“18.3. Applying the foregoing to the instant case, to allow Respondent-
Applicant to use its mark 'PYRAMAX' on its product would likely cause
confusion or mistake in the mind of the public or deceive purchasers into
believing that the product of Respondent-Applicant with a mark ‘PYRAMAX’
originated from or is being manufactured by Opposer, or at the very least, is
connected or associated with the ‘PARAMAX’ product of Opposer, when such
connection does not exist.

“8.4.  In Canon Kabushiki Kaisha vs. Court of Appeals (336 SCRA 266,
275 [2000]), the Supreme Court explained that:
X X X

“18.5. Clearly, the scope of protection accorded to trademark owners
includes not only confusion of goods but also confusion of origin. As in this case,
there is undoubtedly also a confusion of the origin of the goods covered by the
mark of Respondent-Applicant and trademark of Opposer, which should not be
allowed.

“19.  Incase of grave doubt, the rule is that, ‘[a]s between a newcomer who by
the confusion has nothing to lose and everything to gain and one who by honest dealing
has already achieved favor with the public, any doubt should be resolved against the
newcomer inasmuch as the field from which he can select a desirable trademark to
indicate the origin of his product is obviously a large one.” (Del Monte Corporation, et. al.
vs. Court of Appeals, 181 SCRA 410, 420 [1990])

“19.1. In American Wire & Cable Co., vs. Director of Patents (supra, p.
551), it was observed that:
X X X

”19.2. When a newcomer used, without a reasonable explanation, a
confusingly similar, it not at all identical, trademark as that of another ‘though
the field of its selection was so broad, the inevitable conclusion is that it was
done deliberately to deceive.” x x x

“20.  Respondent-Applicant’s use of the mark 'PYRAMAX’ in relation to any
of the goods covered by the opposed application, if these goods are considered not
similar or closely related to the goods covered by Opposer’s trademark ‘PARAMAX
will undermine the distinctive character or reputation of the latter trademark. Potenti:












