








the Opposer’s and the Respondent-Applicant’s respective marks is more evident upon a
juxtaposition of the said marks.
XXX

“A mere perusal of the Respondent-Applicant’s mark will illustrate a poor attempt at
reproducing the Opposer’s well-known SIMIREX trademark, clearly showing an intent to
imitate the mark that is so closely associated with the Opposer’s products.

“19.  Goods bearing the Opposer's mark SIMIREX and the Respondent-
Applicant’s mark SIMITRI are commercially available to the public through the same
channels of trade such that an undiscriminating buyer might confuse and interchange the
products bearing the Respondent-Applicant’s mark SIMITRI for goods bearing the
Opposer’s internationally well-known mark SIMIREX. It is worthy to mention that the
relevant consumers affected herein will be the buyers of pharmaceutical products.
Naturally, consumers would merely rely on recollecting the dominant and distinct
wording of the marks. There is a great similarity and not much difference between the
Opposer's mark SIMIREX and the Respondent-Applicant’s mark SIMITRI. Thus,
confusion will likely arise and would necessarily cause the interchanging of one product
with the other.

“20.  Considering the fact that the goods involved are related and flow
through the same channels of trade, the possibility of confusion is more likely to occur in
the light of the fact that ordinary consumers, who are prone to self-diagnose illnesses and
purchase prescription drugs even without a doctor’s prescription, may mistakenly
believe that the goods of the Respondent-Applicant is equivalent to, or affiliated with, the
Opposer’s goods.

“21.  The Respondent-Applicant’'s SIMITRI mark so closely resembles the
Opposer’s internationally well-known SIMIREX mark that the Filipino public will
undoubtedly confuse one with the other or worse, believe that goods bearing the
Respondent-Applicant’s mark SIMITRI originate from the Opposer, or, at least, originate
from economically linked undertakings.

“22. In American Wire & Cable Co. v. Director of Patents, 31 SCRA 544, 547-
548 (1970), the Supreme Court through Justice J.B.L. Reyes ruled:
X X X

“23. In addition, under the rule of idem sonans, it is clear that there is a
confusing aural similarity between the marks. The Supreme Court has held that the
mark ‘Gold Top is ‘aurally’ similar to ‘Gold Toe’. Furthermore, in McDonalds's vs. L.C.
Big Mak, 437 SCRA 10, 34 (2004) citing Marvex Commercial Co., Inc. vs. Petra Hawpia&
Co., et al., Phil 295, 18 SCRA 1178 (1966) the Supreme Court held:

X XX

“24.  The Honorable Office also had occasion to deny the registration of a
trademark under the rule of idem sonans. In Inter Partes Case No. 14-2009-00086
concerning the registration of the trademark ‘RENNIE’, this Honorable Bureau ruled:

X XX

“The Honorable Office relied on the idem sonans rule in denying the registration of tt -
trademark RENNIE. If the Honorable Bureau denied registration of a mark to be used ¢
a pharmaceutical product that treated a different illness from that for which the produc
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or deception to the Filipino public as to the source of goods, and will inevitably falsely
suggest a trade connection between the Opposer and the Respondent-Applicant, is
simply violative of the Intellectual Property Code of the Philippines.

“37  This Honorable Office has recently ruled in Inter-Partes Case No. 14-
2011-00059, regarding the presence of confusion or deception between the marks FERLIN
and FERIDIN that:

XXX

“In light of this Honorable Office’s ruling in the above-cited case against the
same Respondent-Applicant, the Opposer humbly asks this Honorable Bureau to
likewise rule that the minimal and inconsequential changes in the spelling of the
Respondent-Applicant’s SIMITRI will most likely occur in confusion, mistake, or
deception.

38 The Supreme Court discussed these two types of trademark confusion in
Mighty Corporation, et. al. vs. E. & J. Gallo Winery, et. al., G.R. No. 154342, July 14, 2004,
434 SCRA 473, 504, thus:
X X X

“ Allowing Respondent-Applicant to use the mark ‘SIMITRI’ on its goods in International
Class 5, would not only allow it to take a free ride and reap the advantages of the
goodwill and reputation of the Opposer’s mark, but it would also confuse the consuming
public who would be led to believe that the products sold by the Respondent-Applicant
are produced and manufactured by the Opposer, or at the very least, a variant of the
Opposer’s products. Clearly, the risk of damage is not limited to a possible confusion of
goods but also includes confusion of reputation if the general purchasing public could
reasonably be misled into believing that the goods of the parties originated from one and
the same source.

#39.  In the case of Societe Des Produits Nestle, S.A. vs. Dy, Jr., the Supreme
Court held that:
XX X

“40.  Moreover, in the case of McDonald’s Corporation vs. L.C. Big Mak
Burger, Inc., et. al., the Supreme Court had occasion to rule that, ‘while proof of actual
confusion is the best evidence of infringement, its absence is inconsequential’.

“41.  Thus, the denial of the registration of Trademark Application No. 4-2015-
009262 for the mark SIMITRI by this Honorable Office is authorized and warranted
under the provisions of the Intellectual Property Code of the Philippines.
XX X

The Opposer’s evidence consists of the Special Power of Attorney executed by
the Opposer in favor of Cesar C. Cruz and Partners Law Offices and the Affi
executed by Carole Tricoire, Lawyer /Proxy Holder of Sanofi-Aventis France.*

“Marked as Annexes ““A” and “B”, inclusive.









SO ORDERED.

Taguig City, _ .

Adjt airs



