SUMITOMO RUBBER INDUSTRIES LIMITED, IPC No. 14-2016-00568

Opposer, Opposition to:
Appln. Ser. No. 4-2016-503889
-versus- Date Filed: 03 August 2016

RIZHAO KAISHUN TIRE CO., LTD., TM: DUNLOHOO
Respondent-Applicant.

X X

NOTICE OF DECISION

VERALAW (Del Rosario Raboca Gonzales Grasparil)
Counsel for Obposer

v ‘ .

Legaspi Village, 1223 Makati City

FEDERIS & ASSOCIATES LAW OFFICES
Respondent-Applicant’s Representative
Suites 2004 1nd 2005, 88 Corporate Center
141 Valero Street, Salcedo Village,

Makati City

GREETINGS:

Please be informed that Decision No. 2017 - dated 16 November 2017
(copy enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any partv mav apbeal the decision to the Director of the Bureau of Legal
(10

applicable fees.

Taguig City, 21 November 2017.
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o2C. .d. Registrability. - 1...1. A mark cannot be registered if it:

X X X

(d) Is identical with a registered mark belonging to a different proprietor or a
mark with an earlier filing or priority date, in respect of:
(i) The same goods or services, or
(if) Closely related goods or services, or
(iii) If it nearly resembles such a mark as to be likely to deceive or cause
confusion;

(e) Is identical with, or confusingly similar to, or constitutes a translation of a
mark which is considered by the competent authority of the Philippines to be
well-known internationally and in the Philippines, whether or not it is registered
here, as being already the mark of a person other than the applicant for
registration, and used for identical or similar goods or services: Provided, That in
determining whether a mark is well-known, account shall be taken of the
knowledge of the relevant sector of the public, rather than of the public at large,
including knowledge in the Philippines which has been obtained as a result of
the promotion of the mark;

It is clear from the above provisions of the IP Code that whenever a mark subject
of an application for registration resembles another mark which has been registered or
has an earlier filing or priority date, or to a well-know mark, said mark cannot be
registered.

The records show that at the time the Respondent-Applicant filed its application
for the mark DUNLOHOO on 03 August 2016, the Opposer already has existing
registration for the mark DUNLOP issued on 07 July 2011. As such, the certificate of
registration in its name is a prima facie evidence of the validity of its registration, its
ownership of the mark and its exclusive right to use it in connection with the goods
and/or services and those that are related thereto, pt__uant to  :tion 138 of the .
Code. Thus, the Opposer has the right to oppose the application for registration of a
mark which is identical or similar to its marks, as in this case.

But are the marks of the parties confusingly similar as to likely cause confusion
or mistake on the public? The marks of the parties are shown below:






Further, the contending marks are also aurally similar. Where goods are
advertised over the radio, similarity in sound is of special significance. The importance
of this rule is emphasized by the increase of radio advertising in which we are deprived
of the help of our eyes and must depend entirely on the ear. In this case, when
Respondent-Applicant's DUNLOHOO mark is pronounced, it cannot be easily
distinguished from Opposer's DUNLOP. Similarity of sound is sufficient ground to rule
that two ___arks are confu _ gly similar when applied to merchandise of same
descriptive properties.?

As whether Opposer's DUNLOP mark can be considered as a well-known mark,
Rule 102 of the Trademark Regulations sets forth the following criteria in determining
whether a mark is well-known:

RULE 102. Criteria for determining whether a mark is well-known. - In determining
whether a mark is well-known, the following criteria or any cc_... . ition thereof
may be taken into account:

(a) the duration, extent and geographical area of any use of the mark, in particular,
the duration, extent and geographical area of any promotion of the mark,
including advertising or publicity and the presentation, at fairs or exhibitions, of
the goods and/or services to which the mark applies;

(b) the market share, in the Philippines and in other countries, of the goods and/or
services to which the mark applies;

(c) the de_ e of the inherent or acquired distinction of the mark;

(d) the quality-image or reputation acquired by the mark;

(e) the extent to which the mark has been registered in the world;

(f) the exclusivity of registration attained by the mark in the world;

(g) the extent to which the mark has been used in the world;

(h) the exclusivity of use attained by the mark in the world;

(i) the commercial value attributed to the mark in the world;

(jithe record of successful protection of the rights in the mark;

(k) the outcome of litigations dealing with the issue of whetl  the mark is a well-
known mark; and

(1) the presence or absence of identical or similar marks validly registered for or
used on identical or similar goods or services and owned by persons other than
the person claiming that his mark is a well-known mark.

In this regard, any combination of the above-mentioned criteria may be taken
into account to determine whether DUNLOP is a well-known mark. In this case,
Opposer failed to establish any of the criteria set forth above. As such, its DUNLOP
rk cannot be considered as a well-known mark.

8 Marvex Commercial Co., Inc. v. Petra Hawpia & Co., et. al., G.R. No. L-19297. December 22, 1966



W RE, p0 - i consi , the  _tant opposition is here.,
SUSTAINED. Let the filewrapper of Trademark Application Serial No. 4-2016-503889,
together with a copy of this Decision, be returned to the Bureau of Trademarks for
information and appropriate action.

SO ORDERED.

Taguig City, _ :
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